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INTERNATIONAL PATENT ~I~TION CENTRE 

1. '!'HF ISStJF!; UNDEF DISCUSSION 

The role or the patent system in the develo~nt pro~ess and the industrialisatio~ of 

the develoPinF'. countries has been the ob.,ect of l!lany detail£d studies )J The analysis in 

Industrv 2000 - Nev Perspectives and the derived proposal focuses on tvo spe~ie..l asrects 

vithin the area or inJustrial property nrotection. The first aspect concerns patents and 

natent documentation as vehicles for technical and technological information and the 

utilisation of such information for the transfer of technology and the stimulation of 

technolo~ical development in the developinF'. countries. The second aspect concerns the 

economies or scale that could be gained throwr:h a centralised and simplified procedure 

for ~he exlllllination of patent applications vithin the developinr, countries. Fach one of 

these asnects l!IUSt be considerer separately. 

1.1 Prese11t Sta.te of the Patent Lep;islation and Stock of Patents 

The lavs of most countries provide for the ~ntinp; of patents for inventions. 

Inventions are nev, industrially anplicable, solutions to technological problems. A 

patent gives its ovner the exclusive ri,ht for a limited time to ex:~loit the invention 

in the country p;ranting the ostent; he may himself use the patent in manufacture, or may 

license others to do so. The exclusive right is subject tc limitations in the vublic 

interest pl\rticularly if the patented invention is not used, for patents are intended to 

encoura~e industrial activity. The r,ranted pRtent is a docUl'lent vhich discloses to the 

public the technolor,ical specification of the invention; most lavs require that this 

disclosure must be sufficient to enable a person vith the relevant background knovledge 

to vork the invention. The spread or national patent legislation 1873-:973 is given in 

table 1. 

Patents &.'-f! part of a broader set of property relationships in vhat is called the 

industrial propert.!' system. The vord "patent" originally meant an open letter from the 

Head of ->tate confirminp; exclusive rights of an inventor to manufac·vure, use, lease and 

sell his inventions for a limited period of time. The rights are conferred as a revard 

for individual creRtivity and assure co111111~rcial returns to the inventor, as a consequence. 

Patent ri,hts are conferred in exchant,e for disclosure of details or the invention. The 

r.rant of patent ri,hts is in the domain of national and not international legislation. 

Tvo points bear mention here. First, since its inception, the notion of patents as monopoly 

ri~hts recognised I\ conflict betveen private and public benefits. On the one hand, there 

vas a require.nent to e~sure appropriate returns to individual creative effort vhich 

!./ See e.p;. Maehlup F., An F.conomic !!eviev or the Patent System, Washington 1958, 
Penrose f..T., The F~onomics of the International Patent System, Conncecticut, 1973, 
Vaitsos C., ~atents Revisited: Their Function in Developin~ Countries, Journal of 
Deve1.opinent Studies, October 197~, Vlyrynen 1'., The Intemational Patent System and 
the Transrer of Technology to Africa, Tuipere 1977. See also: The Role of Patents 
in the Transfer o~ Tech~oloio to the Developing Countr\es, tm Sales Publication 
no. 65. !1.B.l. 
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adTanced social production, and on the other, there is a reccE'?lition or the need t::> 

diff\lse nev knovle~ or productive methods to encourage further improvemen~ or the "state 

or art". The fact that these objectives are conrlictinp have made for a considerable 

variation intern~tional patent legislation vis-a-vis the stringency or evaluation and 

the period Of validity of patents. 

By 1973, patent lavs had been established in 120 countries, or vhich 84 vere de

veloping col!Jltries. For the industrialised countries as a vhole, natent lep:islation has 

emerged from the need of harbourinp: and stimulatinp: domestic creative effort, as vell as 

endoving foreign investors vith privilege rights to vork their inventions. For 1110st 

de-.eloping countries, on the other hand, natent lerislation is a holdover from their 

incorporation int" the international system or nroduction durillf" the colonil".l era. As 

discussed belov, the n1D11ber of patents ~ted for inventions 1aade by individuals or 

enterprises from de-.elopinp; countries is insiioti ficant. Accordinriy, patent protection 

in developing countries is overvrelmin,µy to the benefit of TNCs and other foreign 

suppliers of technology. Still efforts to spread patent lep:islation and correst>Ondinir, 

institutional structures to developin11: countries are persistent. A 111Jderating viev on 

the relationship betveen natents and technolop:ical chanp:e may be called for, e'ff'n i r the 

f\lndamental philosophy underlying the grantinp: of patents is not questioned. 

International legitimacy vas granted to patent legislation by the Paris Convention 

vhich vas signed in 1883 and came into force in 1884. The Conventivn established a certain 

harmonisation of na~ional legislations, and established principle~ of ~:iprocity betveen 

signatory countries, vhile maintaininp; sufficiently loose tolerances to allov for 

variations in national lep:islatior.. From its incention, the Paris Convention creatf:d an 

Internat!onal Bureau vhose tasks i~cluded contact vith patent a~nistrations of the 

countries of the Union created by the Convention. Since the Stockholln Revision Con

ference of 1967, the Bureau is provided by VIPO, vhich has rer·entl7 become a speciali!'e-i 

agency or the United Wations. The Convention has been revised on six occasions, and a 

diplomatic conferenc~ for ~ further revision is schedU:.ed for thf' bep:inninp: of 19fl0. 

The membership of the Conventi::>n is shoVn in table 2. 

The vorld stock of pate: ts has been eitimated to approximately 3.5 million in 1972. 

The n'lmber of inventions prot~cted is consid~rably saaller since ellCh invention ma:,· be 

covered 1>y 1110re than one patent and in more than one country. It has been estimated that 

Deir: account for about 6% of vorld patent (1"81lts, i.e. about 200,000 patents vere in force 

in DCs by 1972. It has further been estir.sted that nationals of DCs themsf'~.ves held only 

about 1/6 of the patents in force in the DCs by that ti-, the rest being held by 

forei~1 private corporations.!/ 

!/ Ttles~ fi«U?"es have been esti ... t~d on basis vf statistics published by W!PO. 
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Ta·o1e 1: The SJ2read of National Patent Lee;islation 1 1873 to 1973 

(Ntm1ber or countries having p11.tent lavs ir. the given years) 

Grout>s or Countries 1873 1884 1900 1911 1925 1934 1958 

Developed market 
economy countries 9 11 16 17 19 20 20 

Socialist countries 
or Ea.stem Europe 1 2 3 4 7 7 8 

Southern European 
countries 2 3 3 3 4 4 4 

Developing countries 10 12 23 28 42 44 60 

or vhich: 

A!'rica 1 2 4 4 10 11 16 

Asia 1 1 2 3 7 8 11' 

Latin AJ!lerica 8 9 15 lQ .:'2 22 24 

Others 0 1 2 2 3 3 4 

Other states 0 0 0 1 1 2 _l 

Total W'orld 22 28 ~ ~ D 11 ~ = 

'!'able 2: Increase or Paris Union Membershit> bz GrouJ:!S or Countries 

(Cumulative numbers or llK'1!lbers in the p,iven year) 

Grou:12 or Countries 1873 1884 1900 1911 10-25 1934 1Q58 

Developed market 
econoley' countries 6 11 13 18 19 lQ 

Southern European 
countries 2 2 2 4 4 4 

Socialist countries 
or F..astem Europe 2 6 6 6 

Developing ct'.'w.tries 5 3 5 ? 9 15 

of vhich: 

Africa 1 1 1 2 2 3 

A~ia 2 2 6 

Latin America 4 2 4 4 4 5 

Others 1 1 1 

Other states 1 _]_ 

Total World u 16 22 ~ J2 u ... .,. 

~: UICTAD, TB/B/AC.11/19, Genna, April 1974. 
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1.2 Patent Documentation as a Source or Technological Inrormation 

?&tents which are granted require that the patent specification doc;.mient discloses 

to the public the technologi~al specirication of the invention. Under most systems or 

patent lavs, ~he inventor is reouired to disclose .1urricient details in order to enable 

a nerson vith relevant background knovle~ to vork the invention. The documentation 

connected vith patents is national, and in some cases international public property and 

can be used as rererence material readily available ror scrutiny in libraries, national 

natent orri~es and the like. There is no agency or authority which can claim proprietary 

rights over patent specirications. 

The infn:nnation available in patent d.Jcuments comprises a source or technologira1. 

infoniation vbich could be or direct use to the industrialisation or OCs as an avenue ror 

replication/adaptation/improvement or technologies. '!'here are, hovever, obstacles to DC 

access to these documents. It is often not generally knovn that such inrormation exists 

or vhe.re it is available. Its retrieval may be expensive, ir performed unilaterally, and it 

may be vritten in a language not used in the recipient DC. 

1. 3 The Need for Developing Countries to E%8:1ine Patent DocU111entation 

A need for developing cowitries to undertake a systematic and thoro\l#!h examination or 

existing patent documentation, would seem to arise in the follcving, typiried, cases: 

(a) In ronncection vith investment or other co-operation agreements vhere 

foreign suppliers or technology apply for patent protection and the sub

seq11ent payment or patent fees, or cthervise wher patents are applied 

for by roreiRJI enterprises :>r individuals. 

(b) When DC enterprisf's or indi Ti duals apply for the right to 'Jl&ke payments 

abroad for patent fees etc. 

(c) When a DC wants to grant p1&tents to national inventors as a stimulus for 

domestic technological develo-pment. 

"nlorough exaaination or the inteniationally available ?&tent documentation is (X

tremely costly and requires a high level of sophisticated technical ltnovledge and a nlllllber 

:lf specialist11. Ex .. iners iBUSt have at hand vorlc'l-vide collections or technological 

literature, adequately or~anised and classified. It has been est.i111&ted by WIPO that 

100 trained exmainers and 15 •illion document~ is a minillUll requirement for assuring a 

contistently h::gh standard or ex-il'ati•>n. It ii obrioualy a di;nlie'\tion and vane or 
~e»our:es to do this eltaaination and 1e'lreh in each country where an application fnr a 

pat~nt for the same inventior is filed. Since the technicl.l. expert.is~ is very ~carce in 

.:>st develoJ.ing countries, the opportunity cost of t .. eir ti- is very high. DCs ~herefore 

rilltt either a lc.11 to the econom;y t~rough a mi•uae of resources ot to han an inadequate 

e:11:aination proct 4un a.id syst• for ~ti~ ot patentr 

J 
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~. ":HE F.XI~TING INFPAS~~C'!'ti"PE OF !~NATIONAL ?ATEHT CO-OPF.PAT!On 

':'here is a videspread II.lid multi-dimensional international inhastructure in the !'ield 

or patent co-o,.erat ion. There can he no auestion or ..-evievinP' this fully in the present 

context. Only the institutions and agreements or direct consequence for the tvo issues 

defined here vill be descril ~d. 

2.1 ~TO() is the main international o~anisation concerned vitn the field or patents. It 

adl!!inisters interp:ovemmental treaties in the field, notably the 'Paris Convention, vhich is 

the basic t?"eaty ror the protection or industrial pronerty. The Paris Convention vill be 

revised by Ill! international conference in the bep;inninr; or 1980. One drnrt article vould 

obli~e the l!lelllher states to 1!111.ke in!'o?"l!!&tion concerninr: the ex11111ination of patcr.t appli

.:ation available. WIPO has 80 met:lbers lil1 of those are developinp; countries or vhich 

23 11.re African countries (see table 2 !'o'!" details). Other countries are not bound by 

the Paris Convention. 

2.2 In the field of facilitating the access to patent documentation, the creation of the 

International Patent Documentation Centi~ (IIJPADOC) by WIPO wid the 4ustrian Gove~nt is 

o~ partic•.llar relevance and ill!JlOrtance. INPADOC provides a biblio~phic listing of 

oatents (as opoosed to the actual patent snecifications: from 45 countries, of vhich 11 

are DCs. The basic features and services or INPADOC are the follo7ing. 

The general task or INPADOC is to reeord appropriate bibliographic data items or 
patent doc~ents as soon IL!> they are published, and then to use the rt:corded in!'<'T'llllltion to 

provide infor"l"ation services. The so-called Patent Faaily Service P"'rllits the retrieval 

or all patent doc1.D11ents issued by different countries or organisations vhich are base~ 

unon the same priority application. The Patent Classification Service gives against each 

international patent classification symbol those published patent docUJDt:nts to which that 

symbol h~ been applied and thus groups together bibliogra~hic data of patent documents 

which reldte to similar technological fields. A third category of services is the Paten~ 

Applicant Servi .e. It identities patent documents whi~h have the same applicant or owner. 

A fourth service is the Patent Inventor SerYice which lists documents according to the name 

or the inventor. 

I!fPADOC can tuniish copie' or patent d"'CUlbents in 11ome in1tances, each copy con

taininr the complete t~xt of the patent specifications together vith the clai111S, drawings 

and fbnnulae accompanyin11: the text. The collection includes patent documents iss\4ed by 

several or the developin,; cour.tnes from earlier years as vell as the documents or the 

F.uropean P11.tent Office and the Ir.temational Bureau of WIPO. A reTiev of the data 

uorided by Ilf'ADOC ii irhen in Appendb l. 

2.3 In the field or international co-operation for the ex•ination of pai.ent applicati,.,ns, 

there are seYeral a,:reement1 and treaties in force. Only brief references to these will 

be irh·en belov. 

J 
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'!'he European countries have sf:t up a Furopean Patent orrice, vhich allovs member 

countries to file one sinltle annlication, valid in all other me!!lber countries, makin~ the 

application subject to one procedure or search and p:ra.,t instead or many parallel pro

cedures. Also in Eu?· pe is t>-.e Internatio'lal Patent Instit.ute in the Hague {see appencix 2). 

The institute can perform various types or search on behalf or ap,ilicants rro111 member 

countries. or nine member countries in 1?72 only one {Turkp~· ~ vas a developing country. 

The International Patent Institute is one or the examinin1t institutions or the 

Patent Co-operation Treaty {PCT)• vhich is '.he most iJ11POrtant institutior: in this field. 

The co-operation under the treaty is organ: sed ·c: WIPO. Any sip;natory government can have 

international examinat;or. conducted for a patent application before it• in any vell

equipped patent '>frice, or the International PatEnt Institute actinp: as intr.rnational 

authority. The results of the examination by the chosen officF vill be t•.rned over to the 

requesting povernment, at vhose discretion the patent may be granted. This !'lrocedure 

vould ensure the soundness of search, vhile savinp; DCs from COl!lllit;nent of overhead re

sources. At present• the~ are 25 siy,natory states• or vhC'm 11 are DCs. Details on the 

PCT are given in llppendix 3. 

As an example or co-operation arran~eme~ts between developinp; countries can be mentionf'd 

the African regional office• OAMPI {African and Malagasy Industrial Property Office). 

Developing countries l!l&Y recourse to the use of these institutions if they vish to 

grant patents on the basis of tr.lob&l. examination. In most cases, hovever, patents are 

granted following other examination procedures: 

(a) Novelty examir.ation is made in accordance vith the art available in the 

country, or 

(b) The basis of patent examination in an IC ; s used for IQ"&nt ing patent~ in 

the concerned developing country, or 

(c) Novelty is established on the basis of patents granted in the home 

country of the applicant. 

Catcgorie" (b) and ( c) are knovn as confirmation patents. 

3. GAPS IN THE EXISTING INFRASTRUCTURE 

In spite of the vell de'leloped international infrastructure in the field of patent 

co-operation, seyeral gaps exist from the point or riev of developing countries. 

Most developing countries have not found i •. po11Sible to ratify the 

Paris Convention or beco• Mllben or :nro or the P(;T. 

I 
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Existing informati~n systems give only biblio~phic data in the 

first instance. They are incol!ltllete as to countries covered and 

sectors. 

Existing inf...>rmation systems are user-orient~d in the sense that they 

'~uire 11.~ initiati-. from the user or the information. 'l'he actual 

proble1:1 on the other hand is on.en that potential users are not avare 

that information exists. Even if he knovs this, linguistic or other 

barriers may make the utilisation difficult. 

lt has alread,y been noted that trere is a negligible now or patented 

technolopy from developing countries. In the main, the problem emerges 

from the weakness in technological capacities or develon1ng countries. 

But in part at least, the patentability or OC-generated technolop:y 

meets resistance in international nows due to criteria or novelty 

and patentability in the present regime. Developing countries have 

no restriction in filing applications with international institutions 

such as the European Patent Office or the International Patent Office 

at the Hague (see appendix 2), or utilise bilateral arrangements ~s 

provided for in the Patent Co-operat:on Treaty. However, thes~ have 

reference to North/South novs and evaluation will be madt- on the basis 

or P',lobal state or the art and uni versa! novelty. Fu:. thermo re, the 

costs or international examination (especially for smaller sized 

productive units) may be prohibitive .. There is therefore a need, 

especially for purposes or South/South flows of technolugy, to improve 

technology transfer arrangel!lents by stimulating and investigating mean~ 

or establishinr, inter-DC criteria or patent examination and providing 

for inter-DC searches for novelty. 

Whereas it is essential to facilitate the provision or technical 

and t~chnological soluti~ns to probleris of industrialisation, there is 

slso a need in several instances for an evaluation of the technical 

possibilities availahle. The criteria for evaluation should be derived 

from incilvidual countries goals and targets for economic, social and 

technological development.. This runction vould be particular!; 

important for countries vhi.ch have an explicit t2chnology planning 

procedure!/ but in all cases it vould be import11.nt to analyse the 

impact of the choice or techniques on the economy as a vhole. 

p~ 7 

11 Cf. ID/C01'F.4/7 and Add. 1: Strengthening of •rechnologi~al Captbilities of 
Developing Countries. 
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Summarising, it can ~e said that there is a lack of a function looking at the field 

of patents as information source for industrialisation and at the examination problem from 

the sprcific perspectives of the developing countries. This particular perspective must 

be applied to the existin~ system of information banks and co-operation treaties. 

4. THE PROPOSAL FOR AN INTERNATIONAL PATENT EXAMINATION CENTRE 

In order to fUl.fill the functions defined above it is proposed that an International 

Patent Examination Centre is established, based on and taking f..J.l 11.ccount of present 

activities :n the area, but serving the special purpose of being the fccs..1 point for the 

use of patent documentation as a vehicle for the indll.!trialisation process in developing 

countries. 

The aims of the Centre vould be: 

- to nromote actively the use of patent documentation in the industrialisation 

process. by facilite.ting access to the information a· .d above all by infonning 

DCs about the existence of technaj.ogical informatio11 in this form. Th'? 

Centre vould place at the disposal of the DCs a vide range of information 

on technology in chosen areas of industry as available in the patent 

specifications referred to above and vhich can be freely used for setting 

up nev industries in the DCs. It vould also monitor, analyse and classify 

the technical information on various industries and thereby facilitate the 

choi~e of technology in any field, by the DCs appropriate to their local 

needs, technical skills, manpower and natural resources; 

to reduce the costs involved.in patent examination for DCs both in 

the form of actual outlays and in the use of scarce human resources; 

to stimulate innovative activity ~n DCs through the application of less 

rigourous criteria of novelty and patentability and through giving a 

special preference in grantir.g of patents to applicants ~m DCs. 

5. THE OPERATIOKS OF THE CENTRE 

(i) The Centre vill carry out investigations and evaluations of existing technologies 

in certain priority areas, or in areas requested by DCs,based on information contained in 

patent documentation. It vill give the results a broad dissemination. 'l'he use of the 

facilitiew of I1'PADOC vould be a cornerstone in this actiTity, but the Cen~re vould use 

this information only aG an input. It vould take initiatives of its ovn, i;. vould 

analyse and evaluate the information, it vould translate and reproduce it and it vould 

train people to use its facilities. It vould also assist and contribute to actual technical 

training performed by other institutions. 

J 
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A concentration on priority areas would be useful• particularly in the initial phase. 

The choice or priority areas for the Internktional. Industrial. Technological. Institute 

(see document ID/CONF.4/CRP.12) is one possibility, whereas another one would be to choose 

the same priority areas as in TIES (CRP.12, Section 5.4.3). 

(ii) The Centre vill help to improve international technology transfer agreements 

by providing DC governments on the legal position on claims by foreign technology suppliers. 

This vould be important in the folloving cases: 

(a) The supplier holds a valid patent in one or more !Cs, but has 

not registered L in the recipient DC. As noted above very rev patents 

or the world stoci· have legal force in DCs. There is no legal oblif,t.tior. 

for any puT"chaser or technology to pay patent fees ror technology vhich 

is not patented in his country. 

(b) The patent ror a product or process is taken out in a DC but its 

validity has expired due to non-payment of reneval. fees by the patentee, 

in vhich case the obligations due to him should have been annulled. 

(c) Patents have run their course in both host and home countries, and 

are not in legal force anyvhere. 

By supplying relevant information on demand on the validity status or a patent, 

the International Patent Examination Centre may help curtail unnecessary payments of 

rees, vhile reducing t.he vork load on patent examiners involved in this scheme, vi th regard 

to searches of prior art, novelty and patentability. 

(iii) The Centre vill carry out examination or patent applications rrom nationals or 

DCs. The searer. for novelty vill be limited to existin~ techniques and "'I.tents in 

developing countri~s and the novelty criterion consequently modified. This activity s~ould 

be carried out in con,1unction vith t·.1e PCT and connected patent institutes. A set or rules 

for giving the desired preference to DC innovators should, hovever, be elaborated and 

applied. '!'his service should make ru.11 use of any nev possibilities for international. 

co-operation that may be opened up through the proposed revision or the Paris Convention, ir 

agreed er.d/or implemented. 

(iv) The Centre should vork in Cull co-operation vith the other proposed co-operation 

arrangelllf!nta. the Inter.1ational Industrial. Technology Tnstitute and the Internatione'.. Centre 

ror Joint Acquisition of Technology. The latter institutions could provide DCs, which to 

vish, vith an evaluation service of the appropriateness of technologies considered, 

particularly in relation to national 4evelopment objectives and economic and technological. 

plans. Patent applicati ns as well as information contained in patent documentation should 

be scrutinised and evaluated from this point of viev; both independently by the international. 

organisation and at specific requests of individual. DCs. 

J 
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6. ORGANISATIONAL OUESTIONS 

The detailed org1111isation of the Centre vould have to be worked out at a later stage. 

The folloving points should be taken into account vhen considering the internal structure 

of the Centre. The Centre should have: 

(a) A small nucleus of permanent staff for administration 1111d a technical 

super'\-isory staff specialised accordinp; to sectors as vell as a technic!ll 

staff familiar vith reading of ~atent specifications. 

(b) A noating staff consisting of eonsul tants. 

(c) A :>.iaison function to co-ordinate work betveen the Centre and existing 

institutions ~'Orking in the field of patents in order to avoid duplication 

of efforts. 

(d) A financial fualction to idertif:y potential sources of fir.a.nee, besides those 

accruing from UN funds, and charge fees for the services p;iven by the Centre. 

As regards lr~ation, it is recol!lllended that the International Patent Examination 

Centre should be p:aced \n one of the 1!1)5t advanced of the developing countries in orJer 

to creat~ and form a nucleus for stimulating collective self-reliance in the field of 

patents. 

_J 
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APPF,;_NDIX l: DATA COJ!'l'AINELJ IN INPADOC 

The bi~liographic data items recorded by INPADOC 11.l"e enumerated below: 

(i) Basic bibliographic data items: 

(1) the country or organisation which published the patent document, 

(2) the code to indicate, in respect of the document in question, 

the kind to which it belongs among the various rinds of patent documents 

published by that country or organisation, e.g., patent, inventor's 

certificate, utility model, l.mexamined or exam.i~~1 application, etc. 

("code indicating the kind of patent document"), 

(3) the number of the patent document, 

(4) the number of the application, 

(5) the filing date of the applice.tion, 

(6) the publication date of the patent document (or publication date 

of an ufficial Gazette announcement) , 

(7) the International Patent Classification (!PC) symbol(s) assigned 

to the patent docmnent by the publishing country or organisation, 

and also, where the application invokes the priority of an earlier application ("the 

priority application") as provided for in the Paris Convention: 

(8 J the country in or organisation with which the priority application 

wa· filecl, 

(9) the application (or filing) number of the priority application in 

that country or organisation, 

( 10) the filing date of the priority application. 

(ii) Additional bibliographic data items: 

(11) the name(s) of the inventor(s), 

(12) the name{s) of the applicant(s) or owner(s) of the patent, etc., 

(13) the title of the invention, 

(14) the national classification symbol(s), if any, assigned to th~ 

patent document, 

(15) data concerning other non-priority application& which hnve a 

legal connexion with the pat~nt document. 

The basic bibliographic data ite11111 are recorded by INPADOC in respect of the patent 

documento published by the following organixations: Argentina, Australia, Austria, Belgium, 

Brazil, Bulgaria, Canada, Cuba, Cyprus, Czechoslovakia, Denmark, Egypt, Finland, France, 

German Democratic Republic, GermlUly (Federal Republic of), Greece, Hungary, Ir1dia, Ireland, 

Israel, Italy, Japan, Kenya, Luxembourg, Malawi, Monaco, Mongolia. 

J 
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APPENDIX 2: THE INTERNATIONAL PATENT INSTITUTE 

Convention 

The International Patent Institute, t".e orricial name or which is ''Innitut Inter

national des Brevets" (I. LB.), has been established by virtue of the Agre~ment of The 

Hague of June 6th, 1947, between Belgium, France, Luxemburg and The Netherlands, which 

came intv force on June 10th, 1949. 

Turkey signed the Agreement in 1955, Monaco in 1956, Svitzerland in 1960 and t7? 

United Kingdom in 1965. 

It~ly acceded to the Agreement of T:1e Hague, as revised in 1961, vith errect as 

from December 15, 1974. At the same time tvo agreements also entered into rorce, 

viz. an Agreement between the Italian Government and the J:.I.B. or April 12, 1972, 

setting up a sub-offi~e or the Institute in Italy, and an appertaining Wor~ing Agreement 

between the I. I.B. and the Italian Patent Office of November 30, 1972. 

The Agreement or 1947 has been revised in February 16, 1961. The revised Agreel!lent 

has entered into force on December 30, 1971, for all membet' States, ~xcept the United 

Kingdom. 

The main amendments introduced by the revised Agreement are the following: 

1.) International intergovenuner.t•' ~rganisations, which have the task to grant 

patents may become member of the Institute. 2.) Sesides documentary reports on the 

novelty of patents and patent applications. documentary reports of another nature, as 

for instance on patentability may also be given. 3.) Each member of the Institute shall 

be bound to provide that at leaat part of the patent applications covering its terri

tory shall be submitted to the Institute for the issuance of documentary reports. 4.) If 

any member wishes searches to be made amor.g publications in any language other than 

French, German, English or Dutch, the Institute shall have the possibility for such 

purpose to create decentralised agencies. 

The seat of the Insti t1 .te is at The Hague. 

Adminhtretion 

The Institute is governed by a Board of Administration comprising one representative 

of each state or orgcnisation which are mel8bers. 'Ibis Board fixes the general policy of 

the Institute, regulates and supervisem its activities and in particular appoints the 

DiJOector, the Auditor (contrOleur financier) and the members of the Direction. 

J 
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Task and Functioa 

The Institute has the task to carry out searches en the state or art. The~e searches 

can be grouped in three prin~ipal cate,r:ories: 

£earch reports on the pateutability or inventions, vhich are subject or patent 

applications, on request or the Patent Offices of the member-countries. At present such 

searches are performed for France, The Netherlands, Switzerland and Turkey. 

Category II : 

Search reports in respect or patent applir.ations filed or patents granted in member

countries on request or private persons or firms fulfilling the conditions mentioned under 

the heading "Applicants". 

Category III: 

Special reports, on request of private persons or firms t'ulfill~ng the conditions 

mentione;i un.!er the heading ''Applicants". Such reports relate for instance to: 

novelty searches in respect or patent applications or patento or non-member 

countries, 

infringement searches, 

corresponding patent searches and n~ searches among the patent Jiterature 

or a large number or countries, 

patent watching sesrches, 

etc. 

This category of search requests also comprises novelty "learches on patent appli

cations or patent& of member countries, applied for by persons not fulfilling the 

conditions mentioned un~er the heading "Applicants" for category II. 

The requests for searches relating to the categories II and III 1111.y be 11&de by the 

persons indicated herea'ter: 

Category II: 

Nationals of member countries, wherever domiciled or nationall or bodies corporate 

from any country. provided U•.ey are dosa.iciled or have their offices in one of the _.ber 

co1.mtries or operate industrial or co11111ercial undertakings in one of these countries. 

J 
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Category III: 

lationals or bodies corporate f'roll any country, proYided they are domiciled or 

ban offices, industrial er c~rcial undertakings in one or the countri~s members or 

the International Connntion or 1883 for the Protection or Industrial Property (Paris 

Union). 

Sear_c;_h Requests 

I. Search requests relating to inYentions being the subject or U1?published patent 

applications (category II). Such requests imy only be m.de by the owner or the relatin 

patent application or his suc~essor in right. who ~ do so, hoveYer, '-ia the inter

mediary or an authorised agent. These applications h&Ye to be lodged through the inter

mediary or the national Patent Office vbere the patent application tor a d<'CU11entary report 

has to be addressed directly to the Institute. The Offices "'disposing otherwise'' in 

this respect are the Offices or France, Italy, SVitzerland and the United Kingdoll. 

II. Search requests for nonlty reports relating to innntions being the subject 

~r patents granted in any or the contracting countries (published patent applications 

being assimilated to granted patents in this reapect) (category II). Such requests 

should be made directly to the Institute. 

III. Special search requests (category III). Such requests should be made directly 

to the Institute. 

Requirements 

A. Requests for lo·relty Reports (category II). Ir lod«ed t~ugh the intermediary 

or a national Patent Office, such requests should be made on 11pecial form: otherwise the 

requests m)' be in the fora or a si11Ple letter, but (eYeD in the case or direct request) 

request by means or I.I.B. form is preferred. (Porm can be obtained fl'o• the I.I.B. or 

from the national Patent Office. ) 

Apart fro8 the doclmeDta nquired by the national Patent Office concerned, ir any, 

the rue or a request or the present category should comprise: 

(a) the full name(s), a.ddreH ud nationality or the applicant(s)· rira, if 

applicant is a bod;J corporate; address of applicant'• Htabns1ment; date, serial 

number, countey and owner of the patent application or patent coucerned; and tbe priority 

datH, it any, ·::!t.h indication of date and place of tbe tint ConTeDtion application. 

J 
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MoreoTP · - tbe application should caaprise: 

{b) it' the request relates to a patent application (Ti.de under "Search requests", 

item :;:) a copy or the specification {bearin« its rroTisioaal serial nuaber) and a set or 

clear clravings, ir llD7· It tho. request is -de direc~l.y to the Institute, the copy or 

the sper.itication should be certified u a true copy b7 the national Patent Office at 

vhicb tbe pateLt application bas been riled: 

( c ) it tbe reci.ue• ~- relates to a granted patent : a printed cop7 or the s- (or a 

photocopy thereof); it the patent bas not (7et) been published in print, applic1111t ~ 

lodge a si11Ple copy (tn-evritten COP7 or heliographic print) or the specification and 

drarings vitb indication or particulars or the patent. 

Also as to tbe language in vhicb tbe requests 1111d annexes should be dravn up, it 

should be noted that in practice all doc'8!Dts are accepted in any or the tour vorlting 

languages or the I.I.B. (French, German, Dutch or English). In respect ot documents 

in another l1111guage tt11nsladons into anr ot the ..:aid tour langµages should be added. 

B. J!equests tor Special Search ~rt." f categol'J' III). An7 request ot this kind 

should state the full names, address and nationalit7 or applic1111t; til'll, it 111plic1111t 

is a body corporate, address o: establisbllent; .:>reo..-er, tbe applicati"D llWlt as 

exactly as possiUe .ietine tbe proble• 1111d t.be point ot Ti.ev t'ro• which it should be 

euained. 

It the request relates to a patent application or a patent, a COP7 ot this doc..-nt 

should be added. Moreoftr, the request should also contain inatruc:tiona u to tbe tee 

(Ti.de under the headiq "Fees" hereafter). 

The request and the mmexed documents should be in any ot the writing languages ot 

tbe Institute (French, Germn, Dutch or !ngl!ab). 

Search Report and Procedun 

With respect to a request falling UDder categol'J' II relating to: 

- a patent application, or; 

- a granted patent unc!er tbe condition that such ,.request vaa m&t bf tbe owner 

ot the patent or bis ua::.pee or at least in concert vitb such owner or uaip-. 

tbe Institute issues a proriaiona\ report. 

Arter receipt ot this proriaioaal report, the applicat -.,., within a ab montha 

period: 

- npre .. cri+.ici• or e~• on tbe proriaiOD&l report. 

Arter stad;J' ot tbe obHnat.iou, tbe final report ii bsued eM./or be -.y: 

J 
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introduce a liaited statement or the inYeDtion. This lilrite<l stat~:~t consists 

in a precise description or the inTentions. preterabl)- in the fora or clai•. 

taking due account or the documents cited in the prorisicnal report. Af'ter stud)'. 

the final report (relating to both the oriP-nal application and the nev statement) 

is issued. 

With respect to any other requests the report issued by the I.I.B. is i.-ediatel)" 

final. 

Issue ot Reports 

The reports of tile Institute, whether the requests -re made through the intermediaey 

or a national Patent orrice or direct})- to the I.I.8., are, according to decisions tcken 

by ftll co,.tracting countries, forwarded directl,y to the 8PJ>~-icant. A COP7 ot the report 

is addressed to the national Patent Office concerned, it the request vaa made through 

such office. 

At present (as from January 1, 1976) the UK>unts of the I.I.B. tees are as !ollova: 

1) Fees relating to Novelty Re"POrts (categol'T II). For this kind of searches a 

fixed contractual fee is due, amounting to D. Gld. J .530. The fee tor •n ~xaaination or 

a limited statement amounts to D. Gld. 382.50. 

2) Fees relating to Special Reports ( categol'T III). The charge for such reports 

varies according to the amount of vorlt actually entailed in each cue. An esti-te or 

the charge ~ be obtained troll the I.I.B. tree or obligation before the search ia \' >er

ta!ten or, in order to aTOid delq, the applicant tor a special 1earch mQ', it he vishes. 

adopt one ot the tolloving procedures, i.e.: 

- agree in adTance to vbateTer charge vill be Mde. 

inlfoate a ~i- amount vbich the charge !or the C011Plete search~ not 

exceed, in vbich cue a 1.-oat eati-te ia on})- Mde ir the I. J.B. considers that 

the -.xillUll amo mt indicated vill probab]Jr be insufficient. 

indicate a ..n- amount up to which the I.I.B. ia authorised to conduct the 

search. 

It t.hia aount ia reiiched before completion ot the March, the applicant ia notified 

or the results and prorided vith an eati-te tor completion or the March. 
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Miscellaneous 

(a) An applicant for a se~h report mQ" request t.hat such search be limited to 

a certair. Jleriod or to a certain part or the specification. 

(b) The dc.c\mentation or the I.I.B. C011Prises the syst-ticall)' classified patent 

literature issued in the folloviog countrie~ (onwards t'rOll the 7et'" 11e11tioned in paren

theses): Belgiua (1926). France (1902). Germany (1877). Luxemburg (19"6). ThE lletherlands 

(1912). Svitzerland (1940). the United liogc!os (1909). and the U.S.A. (1920). 

In ~ fields or technol<>D. patents <>f certain or said coun' .ries are system

atically incorporated in the docwlentation system as f'rca :r~ e.&rlier than those 

indicated; in certain fields the system COllPr-ses also patent specifications or other 

countries. 

Arart rm• this syat-tic docu.entation, the Institute baa lit.evise at its dis1>0sal 

the patent literature or a large nuaber or countries in numerical sequence, including for 

instance patent literature ias'I:~ in Australia, Austria, Canada, Denmark, lrelanli, Italy. 

Japan, lorv~-. Jn&ssia and Sweden as well as patent literature or some or the eight 

countries first Rntioned issued at earlier dates than Rntioned. llovenr, this docu

-ntation can only be used for reference purposes; it is not possible to ..t.e systematic 

searches in the same, since the documentation in question is not c:las1'ified for search 

purposes. 

Moreonr, the moat important scientific ten.books and periodicals are aY&ilable, 

as well as mny technical reports and abstracts Journals, such as Cbeaical Abstract.a, 

!uc.'.ear Science .\bst~a. Science Abstracts Engineering Index, Technisc:bes Zentralblatt 

and the like. 
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APPEIDIX 3: ~AT£!11 ~OP!l'.ATIO!l TREATY (PCT) 

This treaty pro..J.des for intergoYenmental co-open.tioc in the filing, search snd 

enaination or af1Plications for the protection or invent ions. IUld for rendering special 

technical ~-=rrices to the -ber states. !/ 

In the application, the request shall coatain the names or the Contracting States in 

vbic:h protection for the in'ftlltion is desired OD the basis Of the international application. 

Any resident or national or a Contracting State ~ file an international application. 

The Assembly mB)' decide tc allov residents and nationals or any country party to the Paris 

Con'tention for the Protection of Industrial Property which is not a party to the PCT to 

file an internat!onal application. 

The application vill be filed vith the prescribed receiTing office which vill record 

the date or receipt or the international application. 

Each i~ternatioral application shall be the subject or an international search, to 

discover ~le'YllDt prior art and in so doing consult the docU11entation specified in the 

Regulations. If the national lav of the Contracting State permits, requests 111&y be 111&de 

that a search similar to an internrLtional type search be carried out by a competent 

international searchi~a authority .tiich l"'IY' be either a national office or an inter

governmental organisation, such as the International Patent Insti ... ute, whose tasks 

include t~ establishment or documentary seL.:h reports on prior art. 

Article 27 0r the Treaty provides that nothing in the Treaty or its Regulations 

s>-.ould be construed as prescribing anything that. vould limit the freedom or each 

Contracting State to pre~cribe substantive conJitions or patentability. The definition 

or prior art is exclusive to the purpose or t:1e international procedure and consequently, 

an:r Contracting State is free to apply, whe~ determining the patentability or an invention 

in an international application, the criteria or its national lav in respect or prior 

!I.rt and other conditions of patentability (Article 27 (5)). 

The C«ivention also provides thr.t on the demand or the applicant, his application 

shall be the subject or an International Preliminary Exaaination. Th~ Assembly ma,y decide 

to allov persona entitled to file international applications to make the d~mand for an 

international preliminarJ exar.dnation, which demand shall be l'l&de separately from the 

intern'!.tional application and vill be subject to thf' p~t or the prescribed fees. This 

exulination shall be carried out by the International Preliminary Examining Authority. 

The objectiYe or this ezaaination is to rol'llUl.ate a preliminary and non-binding opinion 

!/ There are 25 Mellber States, including 11 deWtloping countries, or the total 80 memboer 
states or the Paris Conftntion (in 1973). 
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on the questions whether tbe claimed inTertion appears to be novel. to in-rolve an inTent:.ive 

.rt.ep ( t.o be ..ion-obvious) and to be industrially applicable. The exudnation shall consider 

noYelty vith ?f~rence tn prior art. A clai-d inTention shall be considered to inYOl~ 

au in"n!ntiYC step if. harint; regard to the prior art. it is not obvious to a pe'P"Son 

skillt!d in the art and any Contractinc Sf:~te ma:r apply additional or different ~riteria 

for the purpose or decidint: whether, ~n that State, the claimed inYention is patentable 

or not (Article 33 (5)i. 

The International Preliminary Exaa:ination shall not contain any statement on the 

question whether the clai-d invention is or seellS to be patentable or unpatentable 

according to any national lav (Article Jj (2)). It shall rtate in relation to each claim 

whether the claia appears to satist'y the t:riteria of novelty. inTentiTe step (non

obrious) and industrial applicability as defined in the Regul!ltions. The International 

Preliminary Examination Report shall be trannitted to the applicant and to tbe Inter

national Bureau and to each elected office. The Preliainary Examination Report shall be 

kept confidential unless requested by the applicant. The applicant shall be gi Yen an 

opportunity to aaend the claims. the description and the dravings "efore each elected 

office in accordance vith the natior.al lav ~f the elected state (Article 41). 

In respect of any designated or elected state whose la 1 proTides for the grant of 

inventors certificate, ut~lity certificate, utility model llllY indicate that his Inter

national Application is for the grant of the particular].: type of protec~ion. 

So faP, ve have d~scri·.:ied in general the Regulations goTerning the applications 

with re~d to searches to be conducted in respect or an International Application filed 

with tte Bureau. We nov deal with the technical ser-rices and patent information ser-rices 

which also fora the subject or the PCT. 

According to Article 50. the Inten.ational Bureau ma)' furnish service.a by providing 

technical and any other pertinent information aT&ilable to it on the basis or published 

documents. pri11&rily patents which infol'll&tion llllY be giTen directly or through one or 

more Intern&tional Searching Authorities or other natfonal. or international specialise,, 

institutions with which the International Bureau m:t reach agreement. 

The information aerTicea shall be cperated in a ~ particularly facilitating the 

acquisition by Contracting States vhich are deTI!loping countries of technical knovled«e 

and technology, including anilable published knov-hoV. Thia inforaation shall be aT&il

able to governaenta ot Contracting States and their nationals and resident• but the 

Aaaeably ~ decide to mite ~he .. aerTicea &Tailable also to others. 'nle information shall 

be furnished with the inforaation below cost. It the ditternce can be cOTe:red troll profit 

made on aerTices furnished to others, then goTenmtnt• ut Contracting State• or troll 

international financing orpniaationa and intergoTernwnt&l organisation• particularly the 

UI and agenciH or tbe U1I concerned vi~h technical uaistuce and, on the other hand, 

with the gonmaenta ot the statea receiring tbe technical uaist.nce tor the financing 

ot projects. Tbe details concerning the i11Plemntation of this objecthw shall be 

governed by decisions o! tbe AHellbly and such working groups ot the Assembly mQ be set up 

tor this purpose. 
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Adllinistrati ft ProYidons 

The Assembly sball consist or representatins rro11 Contracting States vhc may t~ 

assisted by advisers and eX11erts. 

The adainistratiYe tasks concerning the Unio11 11'1tall be performed by the International 

Bureau and the Director General shall be the executive or the Union and shall represent 

the Union. The Regulations sball specif'Y the services that national officers shall per

form to assist the Bureau and the International Searching and Frel iminary Examining 

Authorities in carrying out their tasks under thiF Treaty. 

Tne Ass-bl.y sball (Article 56) establish a eo.aittee for Technical Co-:>peration vith 

an equit&.ble representation or de"Yeloping countries. The International Searching and 

Preliminary Examining Authorities shall be ex officio members or the Comrittee. The 

Director General on his own initiatiY~ or at the request or the Coasittee shall invite 

representatifts or interested organisations to participate in discussions or interest 

to them. The aim of the Comnittee shall be to contribute, advise and reco111111end for the 

improvement or the services provided for under this Treaty. 

The finances or the scheme shall be obtainable fro~ sources such as fees and chare:es 

due for services rend~red by the International Bureau. sale or p~olication~. girts and 

other aiscellaneous income. 

The Treaty 1118.Y be revised from time to time by a Special Conference ot the Contractir.g 

States. 

Any member of the International Union tor the Protection of Industrial Property may 

become party to the Treaty. 
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