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reached by a particular country or area in the development process. Mention of firm names or
commercial products does not constitute an endorsement by UNIDO.
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The BIRPI Plan

Do\ 6

for a Patent Co-operation Treaty”

The United International Bureaux for the Protection of
Intellectual Property (BIRPI) Plan, also called the Patent
Co-operation Treaty (PCT) Plan, originated _s the result

. of a unanimous resolution adopted by the Executive Com-

mittee of the Paris Union in September 1966 following a
proposal of the United States Government.

Reasons for the Plan

The conditions leading to this proposal and consequent
resolution were several, the main one being that the inter-
national patent system was plagued by the constant dupli-
cation of work for applicants and patent offices. For the
same inventions, applicants have to file separate applications
in cach of the countries where they wish to obtain protec-
tion. These applications must be in the language of the
country, and almost every country uses a different form
with a different approzch to the description of the invention
anddxcwordingofthcr‘ahm.Thepnentoﬂiwwotkon
these different but anslogous patent aoplications for the
same invention in almost complete isolation from cach
other. This system is cumbersome and costly for inventors
and industry and has caused unacceptable backlogs in the
work of many patent offces.

This system is totally unacceptable to many developing
countries, most of which have a non-cxamining system.
Whereas in developed countries the chances of granting
worthless patents are diminished by the expertise of the
patent attorneys or agents assisting the applicant and by the
expertise of the courts, these safeguards are missing, to a
large extent, in many developing countries. Thus the need
for examination is greater in developing countries, but
because of the scarcity of technically trained persons and
of adrquate documentation and because of the high cost
of examination, such counirics are less in a position to
introduce an examining system—even if they join efforts
on a regional basis—than are developed countries.

For these reasons, many countries felt it necessary to try
to internationalize, to a certain extent, the examination of
paemtapplicaﬁommdtomakedwmmnavaihbkw
comuiuwhich.inthcfomeableﬁ:mre.wouldnotbe
ablctosetupcvenalinﬁtedcnmimtionsymofdwir
own.

A solution was proposed in the form of a draft treaty.
In October 1967 it was submitted to a Committee of
Governmental Experts from 25 countriss, amisted by
observers from many intergovernmental and non-govern-
mental organizations. Although on the whole the Plan
clicited a positive mpxme,‘itbewncevidau&omdn
dixu:ﬁmthztmetalmhmddpoinnm!dhavcwbe
modiﬁndmdtlutodxetpoinnwouldrequireﬁldmuuﬂh.
Asthue:tudiahavcnotbemcomplwimdwmodiﬁa-
tions made, the Plan is in a somewhat fluid stage.

* This article was

by the United Internstionsl

Bureaux for the Protection of Intellectual Property (BIRPI).
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Principal features

i he tollowme iy sumnian ot the prinap dteatares ot the
Plan as 1t was subnutied tothe Communtecm Orctober.

The parnapanng stares would agree that an appheant
who now wway tile many ditferent national patent ap-
phaatons tor the same mvention would hle only one
mternattonal apphcation, mone Linguage {translanion, it
necessary, 1o tollow later), with 4 desinanon ot the states

m which he wished tis apphcanion o have ctfect.

This mtermational apphoation would be checked o see
that 1t comphed with the formal requirements supulated
m the Treaty. Tt would than be torwarded to a scarchimg
awthe oty which wonld make a search report.

In view ot the evident impossbiliny of concentrating all
wpplicar ons wath one searchimg anthonoy, ths work wound
he distrnibuted  among  exisung mtional patent othees
willing and able ro co-operate and the Intematonal Patent
Istitute m The Hlague, These ottices wonld have w follow
dentical methods and examune the same maten: i order
to nake ther scarch reports. The scard h reports would aite
the so=called prior art, that s, put hications which should be
considered when an opmion s to be tormed on the question
ot whether the mventon clamied s aew and mvolves an
myventive step. Nosuch oprion, however, would be given
by the scarchmg authonty ot would It itselt o giving
the backpround necessary to cvaluate the damed mvenuon,
Thin. tor cacdh mventon dumed, there would be only one
warch report, based on mternationally aceepted cnteria.

Once the search report was completed, 1t would be sent
to the apphcant who could then adapt hus policy to a1t
the subject of his apphaaton was Jearly not new, he would
probably drop lus apphication and save money and turther
cfort. It he wihed to amend his clas, he could do so
withm 4 certam perind. 1t on the other hand. the scarch
report scemed to contirm the novelty of hus mvention, he
would pursue his apphaation further m the designated
COUntrics.

Unless the apphoant withdrew his apphication, 1t would
be commumicated, together with the scarch report, to all
the designated states and would be published internationally
within a certam period (18 co 24 months). This 1 iternational
application would be recoginzed in cach designated state
a5 bemg equal to 2 manonal application. It would probably
be wise to stop there and to leave the subscquent fate of the
apphicanon to the mational legislations of the designated
states and to the activities of the applicant.

A second paic of the dratt freaty contains further pro-
cedure with respect to what s called a certificate of patent-
ability, but which also may be called a ceruficate of ex-
anumation. The certticate would be a document - - again
to be established, accordmg to common critena, by one
of the co-operating oft es  stating that the claimed n-
vention had been examined as to novelty, inventivencss and
appheability to industry, and giving the results of this
exammnation. This cernticate would be used only mn the
states designat- > by the applicant which recognized and
accepted its vahdity.
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Atter cxanunation ot the canned mvenvon by the
exannunimg «uthonty, an mternational certiticate would be
roued or denied. Followimg noutication of miention o
deny. there would be a possibility ot having the apphaanon
reviewed by an mrernanonal review board chosen from
a pancl The ssuance or dental of an mtermatonal ceruficate
would not mpmge on matonal soverenty. National
pateat ottices would m no-aase be bound by the ssuance
or dennal of 4 certficate; af they thought 1t necesary or
desirable, they could ceviews the exanunaton or completely
re=exanine the .\pp]u'.xtmn.

Benefits of the Plan

[he BIRPE Plan offers a ddear and ample solution to the
patentmg problems ot the developimg countries. A United
N atons Secretarnat report (UN document E/4319. 27 March
196T) contains a statement that “the Governments of most
developmg countries thus find themselves caught m
dilenminna between the dangers ot « distorted patent system
and the pracucal difticulty. if not npossibility, ot mar-
shalling the broad range of laghly guahticd techmcrans and
wientific source materials which would be needed to permit
an .\dcqu;\lc nn\'c]ty w;\r(h”.

Under the BIRPE Phan, the developmg countiies would
not need the persommel and matenals o make a novelty
search because the results of that search and of the examima-
tion would be procured by the International Bureaux trom
the scarchimg and examinimg authorities. Morcover, the
patent systems ot developing  countries would not be
distorted because appheations accompanicd by international
cortificates of patentability would guarantee a high degrec
of reliability to their patent grants. In fact, theair patents
generally would be as justified, rehable and binding as
those of the developed countries with the most sophisticated
corps of patent exammers.

The BIRPI Plan would thus protect developing countries
from unjustificd monopoly restrictions. Furthermore, their
own inventors and industriahsts would reccive patents on
which they could rely and which would not crumble
when attacked by forcign compeutors. The transfer of
technology to developmg countries would be encouraged
because these countries could offer meamngful protecuon
to foreign entreprencurs OWRINg patented technology.

[t was known from the start that the formulation and apphi-
cation of the new international patent plan would encounter
formidable problems. This was contirmed in the discussions
of the intergovernmental commiittee of experts in October.
The most important problem 15 the organization of the
international search and examination mn such a way that
the quahty will be high and uniform, regardless of which
office carries out these activities. It is clear that the administra-
tion of the operation should be as simple as possible and
that the plan should interfere as litde as possible with the
existing national laws.

Further studies of these and other problem arcas will
have to be made, and the draft treaty will have to be revised.
To accomplish these tasks, several working groups and
another Committee of Governmental Experts w.ll be
convened in 1968.









