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I. LEGAL EBASIS

It follews from the topic of thig meeting - the crownization md administraticn
of indusirial property offices - that the rreblems involved in 4he nevelts sxaminat i
o7 ipventione mict be ctudiad with vefaran o~ e 2 oieral otagls - ha law wiich fhe
industrial propertv of'fices ar-» called “prs to apploc, 0 cthe prodl e Uy he can-
sidered are primarilv thos  faccd by the developins ~ourtries, it - appropriste to
vagse oneself on the Modal [ nw suggested bvoand Cor sueh countrics ac pus i ched by
SIRET dn 1965, This Madel Caw 1o particularly woll suited to the dicewscion ae it
sets ~ut the princival examination svatemc in the form of altommatfves undor

section 19,

. R AN . e
, the Todel lLaw covere Lire wnnex %) inventor-!' cortificate..

—

As well as patarte
So far as the noveliy examination i concerned, patents and incontcra' coptificate:s
are governei bv the same prorisione., oy simplici o theretore, ver rence will he

made onlv to patents, i* being understood that the rerarks “HpLy caundiy Yo inventors!

certificates,

Before the practical probiem: raisel in novelty oxamin . .tion re ronsidered, thpoo
poirta of a legal nature should be mentioned - the purpoze; timine and procedurn ot

the examination.,

[L, PURPOTT OF THO NOTELTY TIAT THATTON on prrmepaeg

A, Two essertial points ara ~oerad o the title:

- That of =movelty, to whi h ro~tion . of *he adel lLaw i3 a definition
(universal ro-el*v)., “he defini‘ion olviously mav varv an “eiween one
law ard ancther, accordinr to whether it i~ limited tarritoriaily (loeal

noveltv) or as to time, especiall: as reymrds pullicatiors bv the inventor,




- That of invention:

e e .

The egsential nlomert 17 "inverti o aciivite"  defined in soction 3 of

the Mode! Lo,  This concept s arvies accordins *o country and according to
the terms emploved e indungecidie Dino pteve e l) 10 Gormanc, Uhon-
obvioucnecn' in ‘he Arcio="axon coundiries, Yeeentio e flea”, eto,  The
common sromnd io that vovell , even Ahie tice and sl enlute (univereal)
novelty, in »o' ouificrent s ometine sore 1o roquired oo invention
must conetiodte a ctop Coryard dr e picne b0 omtbens 4o g aere
innovation v b Lol oa 1oy oal dedo ot lovy v Gfhe courre of toohnical
derelopreat,

.

The idea -7 "i:wention” usualls incides anothie~ elament, the idea

of terhnical prorross which 1o no deal! with or ever mortioned in the
FModel Taw- ' i: obhvious erow-t, owever ain- irnherert ir the mere idea
of invention, whi~h rar nle be a ster forword, ab least in relation to the

nearest poirt ir the cnawe of the art - a movement forward or ar ascending

hranch of techrieun.

B. The novelt: examinatio ma: alse coar the (ollowinge clogel related points:

- The technical exarination of priorit . i.e. examinntisrn of :he priority
document to ascerfain tha operative date (ef, alternative - section 19 (1),

of the jodel . aw)-

- Examinatior oo priay righis vher vor b ered i+ "the ctata o1 the art, which
seems locical egourh it 1o nerartheless ot applicd e whoare:  this exami-
nation i likewise covered ir seotior 10 o the Lodel o of, sub—section

1(r), ~lternative ©, and sai-ze~tion () lternatie ).

3y

- The examination of the invcention fon ity aines L Yhe aboenee of o

. e aw

novelty examination *T¢ anite o0 tho ircantion can wlo e examined from

the point o riew of torm (sce*ione 11! and 17 o3 e Podel Law), whereas

in the conrsc o0 a nevalis exaniration il 1 moscible *o arric ot ar
ohiective ‘udcement as Lo wlatter tte lacniicen. advonce 1o urique and uritar.
Tt may be roted, however, ‘hat in toth cages nity ic not = question aftecting

patentability »ut a matter of parment of fecs, ~inre the "nor-unit rv"

invention can he fallv protected *n aoplicatior. {'or more than one patent,




C. On the other hand, points relatins to the fnllowing are net cevered by the

novelty examination (becauce they can be examined without documentary research):

- industrial application (centieon 1),
- exceptions to patentability (section 4):
- sufficiently ~lear descriptien ~i the inventinn (sectien 13 (1)).

ITI. TIMING OF THE NOVEL™TY EXMNATIO

The novelty examination may take place at any ~f 4 munber of 1ifferent stages

in the procedurs:

(a) A preliminary examinatien may te made at the request o the applieant, betnra
filing of the applicatior, whether 1t is a first rplicatisn er a subcequent
application taking inte account the result (¢ the investi,~ition mule in connexien
with the first application. At thiz stase, the inlustrial property offices Ao

not intervene,

(b) The preliminary examinaticn properi)y sc—called, i the convention meaning of
the term, is a cermpulsery examinatien taking place 4s a matter o1 course 3

soon as possible after filing cof the applicatisn,  Tnere ig alwiys o certain

interval between the date of filing and the exacination, in view »i the time
allowed fer submission ~t the Aecliaratione and prierity decument s, the tringin:
up to date of the recerds, etc.  In several countries where the preliminary
examination ie nermal, tnis interval has oteiily lewpthened in recent yeors,
as a result of the work lead ara the shertuwe of persennel. “his examination
undoubtedly helps tc validate the patents 1zsued, w1t e time-consumings ind
costly; for a great many pitentis, it is cut of propcriicn te their real
importance and, in the case nf really important prtents, 1t does net abgolutely

guarantee their validity.

(c) Deferred examination is based »m the prin-iple that the application for the
patent 1s to he published after a specified period, ae su~h or ir the torm of
a provisional patent, without noveltv examinationy sueh examination ig onl-
performed later, at the remest of oither *the owner of the paten® or a third
party. Obviously this proccdure prolonse the period of lagral ancertainty,
but it does lichten the workload of the ‘rices, t~ an estort whish ~annot

at present, in the ahsence ot suffi-ientl- long nxperisnce, '« precisely ertimated,
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In cruntrios having a system =1 repistratien af't :r more or lose thorouich

examinatinrn as to form enly, provicien 1 mads for cxaminntien afior the isgue

ct the patent, to take nlace Anlv in the ovent U litiration. Dome points

connected wilh such oxaminaticr. will be refoerred to Later, under JITL.

PROCEIN Rl

[t seoma worth while te refer ir, passing *e thro- variwmts of the novelty

oxaminat iorn which mischt bo deaoribed as Vsinplified':

L.

3.

e tirst varian' consisto ir andine coer the scarch o lﬁiﬁi_?a“tlﬁﬁf or.ce

an applicaticr. fer nopatent 18 peccised v Ahn pregorioed orn 1tois public=hed,

‘o eive third oartios tho npoYo gt he anpope Chie apnlicatiom, and srant of

the patent i ratimod 1. opnonitiog i vt v oademurnde gronndoe RIS gsvetem

has more draw!acks Lhan advanta oer the industrial proonerticn ice certainly

1

garns on the cost At roocapet oot 3t mued otill have o omualified staff, The

outrome is atfected v cortineecrer and depends on the oeenc of the opponent's

argument. Alsenca ot cpnocition nav be due B ~har~n (abgence o1 competition,

failure to ment a dead=line, ete.):  if in no war muaranteer the validity of
a patent pranted without nppositior,

The sgecond rariant i to have the examiration carried out b other offices:

- -

g

for example, a limited scarch o be mule o0 parallel natents rranted after
novelty oxamination in othe courtries, wel pregenrel ma te ertrurted to the
Tnternatiornal Patent nstitbite (1T8Y A che dagmier the procedure i quick

and iroxpensivze.  lroocoopar s i makee it opossitle to hreings te lisht one or
more paralicl applinat.ont with the came operatioe date, in the form of
published applications or issuad patents  and to take note of the dorumentation
considered and of the extert of the ~laim- allowad, this procedur . provides a
bagis tor a certain prasamptiorn of validit..  Tr,o on thn ~*her Mznd, the results
are megati e no conelu ion can o odrawn, as tle coiection of a parallel appli-
cation and the reacons tor it Ade art nermall come to lisht in the course of

auch 4 search. T4 muat alzo be admitted that this method 1o somewhat "parasitic".

The third variant cocicte boreaiinine t1a apnlicart to cvpnly the result of
an investigation into parallal apolicatione in otk=p courntries, or, in their
absence, an investimation in cornexion wi‘h the anplir~ation ander consideration,

but at the recquest and the expence of the applicant. Jr. the .ivct case, the
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results are comparable with those of the seconn rariant, but more complote
since thev include the preredents irvel ine a rejectincag the ~hief drawback
is still the delav.  Ir the cecmd cace, 'he oateome i eomivalond 40 A novelt

examination »f" the norral kind, wi'! the sypenses boroe by the s uplicomt,

B. The nu‘ze]‘f‘y. Nr\:‘xqrv\;ib;}t 101 ;\p_’;)np‘,‘ ol Lo nocer ari ‘ PP CUPE Y intonti=-

gation of earlier claims, ‘oiy v celaion to the claite Sfoalf and fhe nparati-e
date., Such an investiesation mav pertert il well ‘axs place wenarstel s (in o tame and
place) from the no ~li cyvamination it el haeh implies a4 pudgeament and normally,
a decision, The outcome Hf cuchon coparst A invrestient o de o wpithen pivion, which

is gometimes called a "mo et ecpivoyon”, Yut whisho real by mc e 4 summars of the
state of the ari, aince a "no ity opirion” iy lies a4 certain clement of udpement
in the shape of denial or recoenition of vovelt ) totsl or part ial, even whon it is

gilent as to *he value nf the ii‘ferenco: recosmiznag,

‘he examination itnalt ma be broken lown inte *two ~tares: ipst the prepara-
tion of a reasoned ~pinion on patentabilitv, intended either “or the applicant alone
or for general publication, hut not of anv immediate logmal effect; then the decision

to refuse nr grant the ratent,
t

Anv sub—di-ision of the wvork {investicsation - opinion - deci:ion) makes it
possible %o internationalize a portieon ot the procedure onlv and fto safopuard
national prerogsatives in the matter :f de~isior., Tt must not ho forgotten, however,
that while anv cub—divizion nt the work “acilitata, a dorroe of rationalization,
through specialization. it alio pean. that neet o o dovh s verhans A vers important,
part, mist be dore at least 'vicns tiue 1 he panone relating: to the patent application
and the bvacksround doruanent: must e axamined ot o1l ' tho irvartirator anud b
whoever draws up the opinion, ‘ut algo '+ the paroons vhe maks *he decision. In the
same way, the process of reasoniar towards con~lusicns h.o 10 be periarmed hoth by

those who prepare the oninion and those who decide.

V. ROSEARCH AS TQ NOVELTY

In practice, research ar to noveltr is uegually limited to publications in writing
or illustrations; it oniv rarely covers oral form: of publiecation {cuch ar lectures)
or silent forms (exhihition, ofter for cale, ste,).  Uritten naterial there ore plays
the main part. Tt must be admitted that, faced with the present clume of such doru-

mertation and their exponential growth, the experditurc incurred in Shtaining the




informetion, keaping it up to date and, ecpecially, clasrifvine 1t, the unknown

factors involved in the future dovelopment of mechanized data ratrisval and informe-

tior nrocessinge in eencral . he diffientt of recruitine dosens or even hundreds of
H . ¥

1

qualified spacialict ar ireors and bocipioiars Don o i~ reed: thenw more

: foroar i fice

™

dirertl for the de elonmer’ =t i tadaet cjec 10 i cearcel poositd
which has not oo far undertzom pocaarch 20 te voglt - oar port of it resudar proctics
gserionsly to confermpiate introdusines 1t v e eortrayr o, come countries which have

*

carried ou! aush recesrel far oo Tapee tipe ars andioos eradanall to abandem itoin
favour of relving or. on intern dtionol o e ned oren the Tie 2t Picos dhiich carry
out preliminers ayamin-ti o ooec ondenourine 2o en e inir pcrowine difficaltien
by internationn] co—nperes o withirs fhe Sentreo top Tvpfarmotioral “o—operation in
Information Retrie ]l arors Exemoniyr Dobent O 0ieog (TPTRPAT) . Internntional or
at lenst interresionsl arranserants sre thoroiore the onlr eolution that can he
contemplated with avc progpee’ o0 oaicceas: Cor the amzll inductrialized countries -
5till more, in the canc of the develonin: ccuwntries.  Suth a course has, moreonver,
the advantage of ensuring: hoth aconomy an’ liqh ctandards, since 1o enahles the

specializatior. of the examinere and their vumoor to He increared, and allows more to

be spent on dealines wilh the evar—sreowines probiemn of Aocamantation,

There in a% present onlv one ick ecvitre, the Internationnl Patent Institute (IIB)
2t The Hague, [in twentv veare of eyxperience, its vorld-wide reputation, the fact
that the four memior countrier {'vance, *he Metherlands, Switzerland and Turkev)
rely on it more and more {or reccarch connectod with their vatent applications, apart
from work commiscioned privabelr, -nd finall: e clearl: axvressed intention to rely

N

on ite pervices for the 7 plar mel the nropased hiocopean pooent . are evidoace

3

that 177 ie in o oposition o muarartcs resase o o a suctoined bist otandsrd pertormed
witnin a reagonalle lapsa of time. ™o feec ard torme of co-operalion belween the
Tnstitute and indi idual countriecs 2 snd 2ronld be nerotiated neparately €or each
rase,  The futurce expansion of 1T, which ir a few veare will hnave at ite disposal
a very large tuilding and g staft off wweral handrad examiners, torether with the
possibilitv, under the 1941 arreement, vhen it comes inte forcs, of setiing ap local

branch offices, should make it pogsihle *+o find an acceptable solution for <he

developing countries' nroblems, eapecially if they co—operate in regional groups.




On the other hand, the PCT plan can offer only a partinl colulion teo the

problem of research as to novelty, since selaction of this procedure will e -

matter for the applicant alone.

VI. THY EXAMINRS

A. If we accept the principle of contraliced recearch, the <hic! nrol lem resardin,:
the novelty examination is that oi -tarr, Inlyosad cximiner ooy oveduces aocat ipe

B

factory result in anv given cape, Treore nre tuo sancots 1o 0o D

Py

l. First, there in recruitment and Selsotion, ol st iy e emplriend

fashion, throush competition, verusal of tho weam o Lesct oy 1da Cedue tiom
diplomas, etc., carriculum Atac ), Tollowad b Provationer appointment, 1t
would seem reason~ble to take whrntagee of medera, coiertifi o methode o
vocational guidance to work out interaationall . . wepie, o Jaive teots rop

the aptitudes looked for in o condidatos the capacity fep oy Uvtiead and

: abstract rcasoring, clear and loj-ical thinking:, ifa0ility i1 writtor axproaagion

§ and a capacity to understand tegal problers.  lueec ape Faoie aptitudes which

% in the lorng run ‘aks precedence nver professional cpecialicoation, ane

i

§ mechanical engineer, for example, will he capanle of requiring od deveiopings

E the special 4. cl - UAYE T T A N LR T I T e

| [ : S S ¥
experienced eraminer, |or dovelopineg countricr intercated in cotting: up o
novelty examination svatem for Inventiors, it would ir that muttor he
impossible to recruit a rull corpe of examincrr each rialified by previoug
experience in the field of work 2llonated o bin.,

2. The second problem is that of cxaminer training.  On top of a crenaral (secnndary~
: level) education and technical tadies, inynlving: the samo prebiems as in connexion

with other graduate careers, the exawniner sheuld “ave practical and legal trainminge,
Here too it mus* ho admitted itha  mane Offiao still rely Son el on pule—of—
thumb methods, Leaving the traineen! irnmimiction 4o mivgele cxaminer o Frovup
chief. 1t is essgential o 2ncure basic trainin, in the fore f coureen, especoially
on the legal notions wiich the “rairze hng not had the opportunity of acequiring:

at the wniversity and which may well be quite outside the rore 2f nie previour

mainly or even exclusively techrical studieg. lLangaape courser mast alon e




provided; for anv roveltiy examination werthy oi” the name, every examiner should
ba capable of uniderstanding *echnizal vavers in “nglink, French or German. The
practical trainirs ~howld hesiv ith a4 Few nhvpothetlicn] engen tnvised for the
purpose and ¢raded v iiitioult, belore 1o dins on to actunl cazer dealt with
under the supervicion »f ap >¥vnerienced examiner capable of ~compunicating his

experience and specizlist technical knowled,e "ut not necessarily gifted for

teaching.
A, Technical assictance for developin: cvmtries migsht include:
- The provisior ot internationally orpanizea trainin:s ecourses for examiners,

gimnilar te it more concise then those civen a7 te '"Tertre d'études
internationale de 4 propridié industrielle” | 7IFPT) at Strasbourg,
covering cnly the patont 1o ol come varticular country ani that portion

of it relatin;: to the rantins of patert~-

- The prorision of in-pervics ~ouraes 701 traluee examiiers, alter this
theoretical training, in Office - wsir:: tha syrters 2 nreliminary
examin-tion {some such in-service ~ourses already exist anil they could

be developed):

- Txpert missions to countrics preparing to introduce the noveltyr
examin.tion svstem, in order ic help and advise the cadres already

appointed and the peruonnel to he insrtructed.

C. Obviously ary intorre-inal s home for ~oiting ap a central novelty examination
office for a croup > countries tespecinlly where there iz 2 common language) would /
make il much easier to ™iild up o corps of examines  thers would he & wider field %
for recruiting candidates =ar i the opbining of hiw o resources would make it possible
for examiners tc specialize more anil so raise their produciirity, It would alsoc, ir i
so Tar as an international office onjors *ax axemption, be in a position to ofTer more

favourable salarieg which would facilitate rccruitment of staff and promote stability.

VIT. NOVELTY TXAMINATTON PRACTICT

As a goneral rule, the examirar can follow a frirly straight-forward logical

procedure, corszisting in nskirg himseli in *urr the following three questions:

(a) Do the ~laims mude in the application for exauination define something new in

relation to the ciate of the ~rt as revealed by the investigation into

antecedents?




(b)

Writers and cagse-lay agree th-t, on *hig point, anch earlier clain must be

compared separatelyv with tha swicet of the patont appliceation,

If the reply to t'w 1.yt Tl Lo S TN A R RTIe LY the ey fontupe.
of the suticct ~7 1. APPLInsir e Dr b Ay L Toanwention - i,e,

in the fir:t place, are thnr e result o, Inventioe ovicite p da e
follow from the state nt the art ety kedel s e ior 3), secondly,

will they make poscirle - cockrionl sdvaaeed

- The question of inventi-e ac it i vie ot divtieglt and coamurovoraisa !

point in the nevelt-- DOXAML I oy s readily M cciticized ans subiect i
The examinar ucun. 1y procecas v malam s ede v TH smaimiinie th
application to come 3t ndspd FYDE OO enme i cention An A lug, - ranzpogiiior,
combin~tior or consalidatin: - seletion, omi:sion op sirplification:
substitution of aqui-iiers slament, CreL Y T nhich epiterps - e beor
laid down ir case-liar.  Top U erentive igd svment o whether ~r oot
inventive activity in e tdent | rhe ooimiver ot WEwer - emually

objectiely - the Tallowin: mestio :

Could ar ordinary perser ceilicd 1y the “icia corecerned (ag defined
in re ation tc ‘he partioular nnge) ang Knowings “ne  tata o the art
have widerstond *+in provlesn den” L with 4y the oplication ad colvad

it in the wn- Trovoced” U the argwer o is the -

iirmati ey, the
application Acer ot vpoeq oy the e 30 - Dttty slvce i osould

equally weli Yara peny diien ol L A caeoarn

v
.

- The querstion of Loy ical oroopes. o NeTtne 2 vsientt i od mop
. <t alles =

under—estinated as - ST terion, e prataceny o h ey o the ooaminep! -

means of invectigcator ar.g herkine re veve synpil Limited are nis

technical krowled,se rot axiianc' i re e wlll ot et s e din - osition to

take into considcratio. 20 the relovant factorss  or th o ather pegud thare
]

are fields - particula~l- chumdotrr - in which tecinical srorress of tor,

becomes the decisive ~riterior.,

In conclucion, it must alwav. ke re: cmbered that the se two aspects of the con-
cept of inventior are orter complemertoosy dr the senge that anaxnanted
technical progress is a sigr or irventive At ity ane COrcrareely that an

inspired idea may he the gource of n. advance nont vet fully ncromplished,
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(~) 1If the answers 1o the two preceding questions are affirmativa: is there any
prior right” I« the invention which is defined in ihe ~lair *he subject of
a national patent or natent appl iration which ir earlicr in terms OF the

date of filing of the application o7 0" A priorit ricnt

The point to be axamined in thin cace 1 vhether v screscive inventions

for whish a patent is applied for in the same ~ountr are wholl- or partl

<

identi~al.

V1IT. RELATTD POTHTY

1. Txamination 2n application for nullily

4
Y]
L. V0

Tn the case of patenis jeeuod without preliminary OT deferred evamination,
where the validity 1s concidered {either ac a matter of course OTr Apon request) only
in the event of litigatimm, acamination is usuaily the sole recponsibility of the
courts and so falls auteide the ¢rope O the industrial propert: ofiice. The point
is, however, mertioned nerc in order to refer *o the example oF the rew “rench Act,
which in article 71 (1ast parzgraph), requiren the natentae to "produce & ~tatement
as to novelty ... referring to those aspects of the ~+ate of the art which may be
relevant to the nove 14", Thic approach locerves to te congidercd Sy countries
which 1o not use the svstem Af novelty examinatior ior patent applircations. The
preparation of such a statement pre unpose. An ad noo invectigation which could be
entrusted to the Tnternational tatent ITngtitute \H) {sprcially commiccioned, in
the case of countries not merbare 0 TIT), and the npeparation of a ~ubstantiated
opinion on the validity o the oater™®. W, latter tvask misht e antrusted oither
to industrial property Al iees on 0 thn o experts ratorred to 1y oetion e () of tha
Model law., Obviously suci an oniniorn. would hnve she status onle of arn exper? opinion

and would not tind the ocourt,

By way of auaistance to developing countrien, ~romzideration wmight be given to
the preparatiorn bty some international srganization of 4 list ~t zrecialists in
particular fields Of technolomy, with a* lenst A basic knowledse of patent law;
the developing countries ~ould call upon the servires o a~h exports in the event
of need, perhaps (for example) selectins one of the two experts from such a list

and the other from the country ronicerned.
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2. Usefulness of the invention to inductry

This point, included in the provisional amcnda, iz orlv partly connected with

the novelty examination, i.c. ir. ©0 “ar as 11 concer.s consideration of

- the cquestion whrtner the inve. ir ~opartie of helng used in
jndustry (cection 1 of the "ol DTawloun

1

- whether i% cornstitutes ~ veonnvi-al advance,
Both these points have bheen referred to navore.

The question whether in ary iver ~ourntr: a -alidls patentad 1rvention is or 1

not usetul to that countrv industry i~ a point that Moo nethins todn with the
iseuing or validity of the patent, but o~ly o noewnc ite ut Lizotion. It tlerefore
falls outcide the scope of the inducirizl properts Sfieee e 10 1 matter either
for private industry or some ot » alministrative (movernment 1t coorey, aceapding:
to the economic avstem of the courtr: conccr aly 17 depends ther dnocome nuyalinry
department, quite separate from the industrizl propert. Atice . whiich har to take
into account the particular conditione provaiiing in the ~owntrr oon ermed and the
current position ot the particular bran-h ~i industry. oo departoentts decicior
may be sometimes aftirmative and cometimes ceebive, duricg the urronss o the
patent, according to the econorie or techrical comtitions yesvilinges ot the tire.
It goes without saying that such corsiderations as tiee are in ne woy connected

with patent law,









